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DETAILED ACTION 
Double Patenting 

1 . The nonstatutory double patenting rejection is based on a judicially created doctrine grounded in public policy 
(a policy reflected in the statute) so as to prevent the unjustified or improper timewise extension of the "right to 
exclude" granted by a patent and to prevent possible harassment by multiple assignees. See In re Goodman, 11 F.3d 
1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 1985); In re Van 
Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 

1982); In re Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and, In re Thorington, 418 F.2d 528, 163 USPQ 644 
(CCPA 1969). A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be used to overcome an 
actual or provisional rejection based on a nonstatutory double patenting ground provided the conflicting application or 
patent is shown to be commonly owned with this application. See 37 CFR 1.130(b). Effective January 1, 1994, a 
registered attorney or agent of record may sign a terminal disclaimer. A terminal disclaimer signed by the assignee 
must fully comply with 37 CFR 3.73(b). 

2. Claim 1 - 4 are provisionally rejected under the judicially created doctrine of obviousness-type 
double patenting as being unpatentable over claims 1-4 of copending Application No. 1 1/079,101 in view 
of Urata (Application No. 10/857,01 1). 

Apparatus Claim 1-3 of copending (Application No. 1 1/079,101) and apparatus claim 1 of the present 
application both include a sound information (tone information) providing system, a first communication 
(calling-terminal), a second communication (called-terminal), network, a receiving means, a sound (tone) 
information requesting means, and transmitting means. Method claim 1-3 of (Application No. 1 1/079,101 
and method claim 1 of the present application share the following common method steps: A sound (tone) 
information providing system for transmitting sound information to a communication terminal which can 
generate predefined (predetermined) sounds (tone) based on the sound information transmitted from a 
network, when the communication terminal calls other communication terminals, comprising: a receiving 
means for receiving specific information for identifying a communication terminal of the destination side, 
a sound information requesting means for requesting sound information based on received the first 
terminal specific information and the second terminal specific information, and a transmitting means for 
transmitting the selected sound (tone) to the first communication terminal. 

However, Application No. 1 1/079,101 does not specifically disclose claim 2 of the present 
invention 
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In the same field of endeavor, Urata (Application No. 10/857,01 1) discloses claim 2 of the present 
invention by showing a method and apparatus for sound source information replicating part (tone 
information recording means) for replication sound source information about the RBT (abstract); 
acquisition result keeping means (past-record information storing means) for storing the acquired relevant 
information in connection with terminal identification information. (Claiml line 14-17); acquisition 
result transmitting means (past-record transmitting means) for transmitting relevant information stored 
(claim 2); Moreover, the figures: 2, 3, 4,5A and 5B are the same figures: 2A, 2B, 3A, 3B in the present 
invention. 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time the 
applicants' invention was made to modify sound information providing system in copending (Application 
No. 1 1/079,101) by adding the methods, for transmitting relevant information about the RBT to an 
addresser, that are disclosed in copending (Application No 10/857,01 1) to the methods, for allowing an 
addressee to set a RBT of the addresser, that are disclosed in the copending (Application No 1 1/079,101); 
Thus, when the addressee set and sent his or her favorite RBT such as music tone, the addresser can 
acquire any information about the RBT(music) if he or she likes it; Therefore, the two applications are 
combined together to formulate the present invention. 

Claim Rejections - 35 USC §102 
3. The following is appropriate paragraphs of 35 U.S.C. 102 that form the basis for the rejections 

under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by another filed 
in the United States before the invention by the applicant for patent or (2) a patent granted on an application for 
patent by another filed in the United States before the invention by the applicant for patent, except that an 
international application filed under the treaty defined in section 351(a) shall have the effects for purposes of this 
subsection of an application filed in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English language. 
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4. Claims 1 and 2 are rejected under 35 U.S.C 102 (e) as being anticipated by Olschwang 
(provisional application No. 60/452526) 

Consider claim 1, Olschwang clearly shows and discloses the Fun-Dial customized ring back 
tone solution (a tone information providing system) comprising when A (calling-terminal) calls B (called- 
terminal), SSP (receiving means) receives a call (calling information) from A (calling-terminal); SSP 
sends an IN message to the Fun-dial SCP, based on the called party B number; The SCP indicates that A 
and B numbers (tone information including called-terminal specifying information for specifying the 
communication terminal and called-terminal specifying information for specifying a communication 
terminal for a calling destination); The Content Delivery Platform VoiCD at this point will identify the 
subscriber B and the caller A (tone information selecting means) that has been stored (tone information 
storing means) then the Content Delivery Platform will transmit (transmitting means) the content tone to 
A. (Page 2 line 6- 12 and page 10 line 1-8, figure "Network Topology" in page 3, figure "flow details" in 
page 4, figure "Ring back Tone Basic Call Flow scenario" in page 10); The VoiCD system database has 
the following (tone information recording means, tone information storing means, and past-record 
selecting means); it is used for storing subscriber related information, content storing and content related 
information (relating the calling-terminal specifying information, the called-terminal specifying 
information and the tone information) (Page 32 section 4.2.5 line 1-2 and section 4.2.6 line 12). 

Consider claim 2, Olschwang clearly shows that the user can receive information regarding the 
tone information; VoiCD Call Data Records CDRs (past-record information storing means) are generated 
for each successful call for both caller A or subscriber B for transmission ring tones information after 
receiving the request process (request receiving means) (Page 32, section 4.2.6 lines 20- 23 and page 36 
section 6.1.2, line 8-15). 
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Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 USPQ 459 (1966), that are 

applied for establishing a background for determining obviousness under 35 U.S.C. 103(a) are 

summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating obviousness or 
nonobviousness. 

6. Consider Claims 3 and 4 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Olschwang (provisional application No. 60/452526) in view of Kallas (US Patent # 6,778,653 Bl). 

Consider Claims 3, Olschwang shows The VoiCD system has a database (tone information 
recording means) that used for storing subscriber related information (relating the calling-terminal 
specifying information, the called-terminal specifying information, and the tone information) 

However, Olschwang does not specifically disclose that the time (the information relating to the 
time when the transmitting means has transmitted the tone information) is related to the telephone number 
of both the receiver and the sender. 

In the same field of endeavor, Kallas clearly discloses that the contents of the telephony cookie 
(tone information) may include identifiers of the calling terminal and called terminal, also the date and 
time when the cookie was created may include in the tone information for the purpose of storing and 
relating these pieces of information together (abstract). 
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Therefore, it would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to add the time information to the tone information and then store these pieces of 
information in the (past-record information storing means) as taught by Kallas in Olschwang, in order to 
store and relate these pieces of information together. 

Consider Claims 4, Olschwang clearly shows that the user can receive information about the tone 
information according to the disclosure request as applied to claim 2 above. 

However, Olschwang does not specifically disclose the time information as part of the data 

stored. 

In the same field of endeavor, Kallas clearly discloses that the contents of the telephony cookie 
(tone information) may include the date and time in addition to the identifiers of the calling terminal and 
called terminal for the purpose of knowing the time when the cookie was created (abstract). 

Therefore, it would have been obvious to a person of ordinary skill in the art at the time the 
invention was made to add and store the time information as taught by Kallas in Olschwang, in order to 
inform the user about the time that the transmitting means has transmitted the tone if the disclosure 
request includes the time information, so the past-record information includes the information relating to 
the time. 

Conclusion 

Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Amal Zenati whose telephone number is (571)270-1947. The examiner can normally be 
reached on Monday-Friday from 8:00am-5 :00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Len 
Tran can be reached on 571- 272- 1 184. The fax phone number for the organization where this 
application or proceeding is assigned is 571- 571-8300. 
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Information regarding the status of an application may be obtained from the Patent Application Information 
Retrieval (PAIR) system. Status information for published applications may be obtained from either Private PAIR 
or Public PAIR. Status information for unpublished applications is available through Private PAIR only. For more 
information about the PAIR system, see http://pair-direct.uspto.gov . Should you have questions on access to the 
Private PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

Examiner, 
Amal Zenati 

October 4, 2007 
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